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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-7, 9-11, 13, and 15-17 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

The term "sufficiently" in claim 1 is a relative term which renders the claim 
indefinite. The term "sufficiently" is not defined by the claim, the specification 
does not provide a standard for ascertaining the requisite degree, and one of 
ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. 

The term "essentially" in claims 1-2, 4-7, 9-10, 13, and 15-17 is a relative 
term which renders the claim indefinite. The term "essentially" is not defined by 
the claim, the specification does not provide a standard for ascertaining the 
requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. 

The term "considerably" in claim 3 is a relative term which renders the 
claim indefinite. The term "considerably" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, 
and one of ordinary skill in the art would not be reasonably apprised of the scope 
of the invention. 
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The term "low reflectivity" in claim 10 is a relative term which renders the 
claim indefinite. The term "low reflectivity" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, 
and one of ordinary skill in the art would not be reasonably apprised of the scope 
of the invention. 

The term "partially" in claim 1 1 is a relative term which renders the claim 
indefinite. The term "partially" is not defined by the claim, the specification does 
not provide a standard for ascertaining the requisite degree, and one of ordinary 
skill in the art would not be reasonably apprised of the scope of the invention. 

Regarding claim 1 , a broad range or limitation together with a narrow 
range or limitation that falls within the broad range or limitation (in the same 
claim) is considered indefinite, since the resulting claim does not clearly set forth 
the metes and bounds of the patent protection desired. See MPEP § 2173.05(c). 
Note the explanation given by the Board of Patent Appeals and Interferences in 
Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. App. & Inter. 1989), as to where 
broad language is followed by "such as" and then narrow language. The Board 
stated that this can render a claim indefinite by raising a question or doubt as to 
whether the feature introduced by such language is (a) merely exemplary of the 
remainder of the claim, and therefore not required, or (b) a required feature of the 
claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex 
parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 1 
recites the broad recitation "a given distance", and the claim also recites "at most 
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to distances within an indoor-facility" which is the narrower statement of the 
range/limitation. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 1 03(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 
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6. Claims 1 -1 3 and 1 7-1 8 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Lindmayer (US 381 1954). 

In regard to the limitations as stated in claim 1 , Lindmayer teaches an 
optical element in the form of an at least partially transparent face that comprises 
both transparent areas and essentially non-transparent areas, characterized in 
that the optical element comprises a structure that constitutes at least a part of a 
solar cell (Fig. 3, col. 3/lines 49-56) 

In regard to the limitations of the transparent areas are arranged 
sufficiently close to each other for the individual, intermediate, essentially non- 
transparent areas to be essentially invisible to the naked eye, at least when the 
element is viewed from a given distance that corresponds, however, at most to 
distances within an indoor-facility and the essentially non-transparent areas are 
arranged sufficiently close to each other and have a sufficient extent at right 
angles to the face for the intermediate, transparent areas to have a depth/width 
ratio that causes the optical element to allow, at a given point on the face, 
passage of light with given angles of incidence, while light having other angles of 
incidence are unable to pass through the optical element at the point in question, 
change in size and shape is not patently distinct over the prior art absent 
persuasive evidence that the particular configuration of the claimed invention is 
significant. See In re Rose, 220 F.2d 459, 105 USPQ 237 (CCPA 1955); In re 
Rinehart, 531 F.2d 1048, 189 USPQ 143 (CCPA 1976); In re Dailey, 357 F.2d 
669, 149 USPQ 47 (CCPA 1966). MPEP 2144.04[R-1]. 



Application/Control Number: 10/517,424 Page 6 

Art Unit: 4145 

In regard to the limitations as stated in claim 2, Lindmayer teaches all the 
limitations as stated above. Lindmayer also teaches an optical element, 
characterised in that said essentially, non-transparent areas constitute a 
continuous face, such that the transparent areas appear as openings in this face 
(Fig. 3, col. 3/lines 49-56). 

In regard to the limitations as stated in claim 3, Lindmayer teaches all of 
the limitations as stated above. Lindmayer also teaches an optical element, 
characterised in that said openings are elongate, whereby they have, in a given 
direction in the plane of the face, an extent that considerably exceeds the extent 
in a direction at right angles thereto in the plane of the face (Fig. 3, col. 3/lines 
49-56). 

In regard to the limitation of said openings are elongate, whereby they 
have, in a given direction in the plane of the face, an extent that considerably 
exceeds the extent in a direction at right angles thereto in the plane of the face, 
change in size and shape is not patently distinct over the prior art absent 
persuasive evidence that the particular configuration of the claimed invention is 
significant. See In re Rose, 220 F.2d 459, 105 USPQ 237 (CCPA 1955); In re 
Rinehart, 531 F.2d 1048, 189 USPQ 143 (CCPA 1976); In re Dailey, 357 F.2d 
669, 149 USPQ 47 (CCPA 1966). MPEP 2144.04[R-1]. 

In regard to the limitations as stated in claim 4, Lindmayer teaches all of 
the limitations as stated above. Lindmayer also teaches an optical element, 
characterised in that said transparent areas constitute a continuous face, such 
that the essentially non-transparent areas appear as islands in this face (Fig. 11). 
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In regard to the limitations as stated in claim 5, Lindmayer teaches all of 
the limitations as stated above. Lindmayer also teaches an optical element, 
characterised in that the transparent areas and the essentially non-transparent 
areas are arranged in a mutually regular pattern (Fig. 3). 

In regard to the limitations as stated in claim 6, Lindmayer teaches all of 
the limitations as stated above. Lindmayer also teaches an optical element, 
characterised in that the individual transparent areas have, at least in one 
direction in the plane of the face, an extent that is as a maximum ten times the 
extent of the essentially non-transparent areas at right angles to the face (col. 
3/lines 49-56, col. 5/lines 9-23). 

In regard to the limitations as stated in claims 7-9, Lindmayer teaches all 
of the limitations as stated above. Lindmayer also teaches an optical element, 
characterised in that: 

• the transparent areas are arranged such that the individual, 
intermediate, essentially non-transparent areas have an extent that is, 
at least in one direction in the plane of the face, less than 10 mm (Fig. 
3, col. 3/lines 49-56). 

• the transparent areas are arranged such that the individual, 
intermediate, non-transparent areas have an extent that is, at least in 
one direction in the plane of the face, smaller than 1 mm (Fig. 3, col. 
3/lines 49-56). 

• the transparent areas are arranged such that the individual, 
intermediate, essentially non- transparent areas have an extent that, at 
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least in one direction in the plane of the face, is less than 100 |um (Fig. 
3, col. 3/lines 49-56). 

In regard to the limitations as stated in claim 10, Lindmayer teaches all of 
the limitations as stated above. Lindmayer also teaches an optical element, 
characterised in that the essentially non-transparent areas consist of a material 
with a low reflectivity, such that light is only to a limited extent reflected from the 
surfaces of the essentially, non-transparent areas (col. 5/lines 9-23). 

In regard to the limitations as stated in claim 11, Lindmayer teaches all of 
the limitations as stated above. Lindmayer also teaches an optical element 
characterised in that that it is configured as a film that can be attached to a 
surface on another, at least partially transparent optical element (Fig. 1). 

In regard to the limitations as stated in claim 12, Lindmayer teaches all of 
the limitations as stated above. Lindmayer also teaches an optical element, 
characterised in that it is configured as an integral part of a pane (Fig. 1). 

In regard to the limitations as stated in claim 13, Lindmayer teaches all of 
the limitations as stated above. Lindmayer also teaches an optical element, 
characterised in that at least a part of the essentially non-transparent areas are 
configured for functioning as electrode in a solar cell (col. 3/lines 40-45). 

In regard to the limitations as stated in claims 17 and 18, Lindmayer 
teaches all of the limitations as stated above. Lindmayer also teaches an optical 
element, characterised in that the essentially, non-transparent areas comprise 
surfaces that are configured as solar cells (Fig. 1). 
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7. Claims 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lindmayer (US 381 1954) as applied to claims 1-13 and 17-18 above, in 
view of Gratzel et al (US 4927721). 

In regard to the limitations as stated in claims 14 and 15, Lindmayer 
teaches all of the limitations as stated above. However, Lindmayer does not 
explicitly teach that the solar cell is a photo-electro-chemical cell and that the 
non-transparent areas comprise a semi-conductor, on which a suitable dye is 
adsorbed, and are configured for functioning as a photo-electrode. 

Gratzel et al teaches a photo-electro-chemical solar cell, comprising a 
semi-conductor, on which a suitable dye is adsorbed, which is configured for 
functioning as photo-electrode (col. 1/lines 5-35). 

Lindmayer and Gratzel et al are of analogous art because they both 
pertain to solar cells. It would be obvious to one of ordinary skill in the pertinent 
art at the time of the invention to combine the structure of Lindmayer with the 
semi-conductor on which a dye is adsorbed of Gratzel et al for the purpose of 
providing a durable regenerative photo-electrochemical cell whose polycrystalline 
metal oxide semiconductor does not corrode and which has an improved 
electrical energy yield in the light spectrum range, more particularly the sunlight 
spectrum (Gratzel et al, col. 1/lines 46-53). 

In regard to the limitations as stated in claim 16, modified Lindmayer 
teaches all of the limitations as stated above. Lindmayer also teaches an optical 
element, characterised in that the essentially non-transparent areas comprise 
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electrically conductive particulate material and are configured for functioning as a 
counter electrode (Fig. 1 , Fig. 3, col. 3/lines 40-65). 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to ALEXANDER S. TUMMINELLI whose 
telephone number is (571)270-3878. The examiner can normally be reached on 
Monday-Thursday, 7:30am-5pm EST, Alt. Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Basia Ridley can be reached on (571)272-1453. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



AST 



/Basia Ridley/ 

Supervisory Patent Examiner, Art Unit 4145 



